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facsimile transmittance 

To; Examiner Virginia Monoharan Fax: (703)872-9306 

From: Mag Ckapptlis Date: December 31, 2 Q 03 

E-mail: Mchappui?@atmi>com Fages: 13 

Re: Copy of March 21, 2003 Office Action cc : 

in U.S. Patent Application No. 
10/015,326 



Dear Examiner Manoharan: 

As requested, please fino* enclosed a copy of the March 21, 2003 Office Action in U.S. Patent 
Application No. JO/015326. 

Please call 203-794-1100 ext, 4184 if there are any problems with this transmittal, 
Maggie Chappuls 

ATMI, Inc. 
7 Commerce Drive 
DnjihurjvCT 06810 
203-794-1100 (telephone) 
203-797-3M4 (facsimile) 
ATMI Ducket: ATM-5X5 




The documenr(s) accompanying this facsimiJe transmission contaln(s) information which is confidential 
and/or legally privileged. The information Is Intended only for the use of the Individual or entity named on 
tnis transmission sheet. If you ore not the intended recipient you are hereby notified lhat any disclosure, 
copying, distribution, or fho taking of any action in reliance on the contents of this inforittalion is strictly 
prohibited, and the doeument(s) should be returned io the sender, if you have received this facsimile In 
enor, please notify us by telephone immediately so that we may arrange for the return of the oriqlnai 
documents at no cost to you. 
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Please find below and/or attached an Office communication concerning this application or proceeding. 
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Office Action Summary 



Application No. 

10/015,326 



Examiner 

Virginia Manoharan 



Applicants) 



XUETAL CB^\. ' 



Art Unit 
1764 



DEC 3 



- Tha MAILING OA TE of this communication appears on the cover shoot with the correspond»nc*3 address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " 

" ^"^t^l^ltJJ^J 39 avaitebl9 underlie provisions of 37 CFR 1.13G(a). In no event, however, may a rebly be fimety filed 
after SIX (6) MONTHS from the mailing date of this commimtetlori. * 

" ![^ perio ^t w ' r&pl , y ? >ecffi, £ abQVS ia ,efiS ^n lWrt V days, a reply within the statutory minimum of thirty po) days win be considered timely. 

" LT r H"^S y fJ^f^^L** '""J*™" SiahHory period will apply end wHI empire SIX (6) VONTHS from ttve mailing dBteTthkoLmunicatmn 

- Failure to reply wUhin toe set or arts nded period for ropry wiH. by statute, cause the application to become ABANDONED (35 U.S.C. § 133) 

- Any reptyreceh'ed by rfho ^cefeter man three month* after the mafUna data of this communication. *V«i iftimety fited, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b) 

Status 

1 )E3 Respa nsive to communication^) tired on 02 December 2002 . 
2a)D This action is FINAL. 20)13 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayio, 1935 CD. 11 , 453 O G. 213 
Disposition of Claims 

4) S Claim(s) 1-46 is/are pending in the application. 

4a) Of the above claim(s) 30-46 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) 121 C!aim(s) 1-29 is/are rejected. 

7) [J Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) Q The drawing^) fited on is/are: a)0 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection tr> the drawing's) be held in abeyance. See 37 CFR 1.65(a). 

1 1) D The proposed drawing correction filed on is: a)LJ approved b)£j disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) G Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII Some*c)P None of: 

1 .□ Certified copies of the priority documents have been received. 

2-D Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received m this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 1 21 . 

Attachments} 

1 ) Notice of References Cited (PTO-892) 4) □ interview Summary (PTO-41 3) Paper Nofs). 

2) U Notice of DraftaparsorYs patent Drawing Review (PT0^43) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) |2<i Information Disclosure Statements) (PTO-1 449) Paper No(s) 2 . 6) □ Other 



2003 



U.S. Patent and Trademark optic* 



PTO-32S (ReV. 04-01) Office Action Summaiy Part of Paper No, 7 
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Applicant's election with traverse of Group J, claims 1-29 in Paper No. 6 is 
acknowledged. The traversal is on the ground(s) that all claims have in common a 
purification of the cyclosiloxane composition by the absorbent contacting and/or 
azeotropic distillation techniques. Accordingly, these Group I, J|, and IN claim species 
cannot be considered "independent" of one another, and are clearly interrelated and 

interdependent, not "independent and distinct" The interdependence of these aspects 

of the invention Is confirmed— indeed, it is mandated — by the description requirements 
of 35 USC 1 12 which compel disclosure of all three aspects of the invention in the one 
application which Applicants have filed, since the "product-by-process M composition of 
the Group III claims under 1 12 must satisfy the "how to make" (Group I method of 
making claims) and "how to use" (Group If CVD method of use claims) requirements of 
the statute...* 

This is not found persuasive because while alt the claims have in common the 
purification of the cyclosiloxane composition by the absorbent contacting and/or 
azeotropic distillation techniques, however, the Group II invention, e.g., relate to a CVD 
method of depositing a low k thin film on a substrate from a cyclosiloxane precursor 
which CVD method further comprises reaction and plasma enhancement, noting claims 
31-44. Thus, unlike the Group i invention directed primarily to a physical unit of 
operation, the Group II includes also a reaction process. 
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Moreover, while the product of Group ill invention is made by the process as 
claimed e.g., in claim 45, however, the product can also be made by other processes 
other than the process/method defined in the Group i invention. 

Furthermore, in the instant case, there is a burden in searching the claimed 
inventions. Class 252, for example, is a mandatory field of search for the group III 
invention, but is not required to be searched for the group I & II inventions. Likewise, 
classes 427, 438, 437, 148, and etc., are required to be searched for the group II 
invention, but these classes are not required to be searched for the product claims in 
the group Itl inventions, and the purification or separation process in group I. Besides, 
class 203 (where the elected invention is classified is directed only to process claims). 
There are no composition(s) or product(s) searches in class 203. The product is 
searched and classified in a different area of the USPTO classification system, e.g., 
class 252. Likewise, the method of depositing a low dielectric constant In a thin film 
substrate belongs to a different class i.e., class 427 of the USPTO classification system. 
The requirement Is still deemed proper and is therefore made FINAL. 

The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors e.g. typographical, grammar, idiomatic, syntax and 
etc. Applicants' cooperations are requested in correcting any errors of which applicants 
may become aware in the specification. 

Claims 1-29 are rejected under 35 US-C 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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a. The steps (1) and (2) in the Markush grouping recited e.g. in claims 1 and 
29 are directed to two unrelated, different units of operations, i.e., to absorption 
and distillation. 

While the process of distillation effects separation of a substance mixture 
according to boiling characteristics, the process of absorption effects separation 
of substances according to the type of the class of material and/or by the 
different absorbability of the components, not according to the boiling 
characteristics as does distillation. 

b. For the combination (3), there is no tie-in between step (1 ) and step (2). 
The product from step (1 ) is also not connected or correlated to step (2) and vice 
versa. 

c. The used of abbreviations in the claims is improper For example *C VD* 
in claims 1 and 2, Initially identifying the material followed by the abbreviation in 
parenthesis obviates this rejection. 

d. The inconsistent used of terminology in the claims is improper such as 

e. g., "optionally at least one other impurity" in claim 1 , line 4; 11 or optionally at 
least one impurity in line 1 , as opposed to "optionally impurity" in line 5. 

In claim 13, the "adsorbent" in claim 13 should be— adsorbent bed material-. 

e. The "n" in [Sia]n recited in claim 1 , (2), was not specified in the claim. 

f. The process steps (1 ) and (2) are already covered in claim 1 , claimed 
twice and/or at odds with claim 1 , steps (1) and (2)? 
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g. An "azeotropic mixture 1 ' is normally defined by its composition and 
pressure, but which parameters are not given in the claims. See e.g„ claim 1 , (2). 

h. It is unclear what "said impurity" is being referred to in claims 2-4, i.e., 
whether the initially recited u at least one impurity" or "the at least one other 
impurity 11 . 

i. It is not cfear whether the "an absorbent bed material "in claim 8, line 2, is 
the same or different from the "an adsorbent bed material" initially in claim 1 , line 
3. (Underlinings Supplied). 

j. The claimed "said drying agent" in claim 10 lacks antecedent basis for 
support in the claims. The same hold true for claims 11 , 1 2, 1 4 and 1 7. 
k. The decantation in claim 16 is at odds with the distillation in combination 
of (1) and (2) for (3) step. 

I. Regarding claim 10, the phrase "such as" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the 
claimed invention. See MPEP § 2173.05(d). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for ail 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McEntee (4,127,598) or Tsukuno et al (5,312,947) in view of Rossmy et ai (4,087,448). 
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Either McEntee or Tsukuno et ai discloses substantially the process as claimed. 

See e.g., Fig. 1 , Part l f coL 5, lines 30-38 and the claims at cols. 17-20 of 
McEntee; and at col. 6, lines 38-43 and in Example 7 at col. 10 of Tsukuno. The 
process of McEntee or Tsukuno differs from the claimed invention in that claim 1 , for 
example, recites in step (2), "distilling a starting mixture comprising at least one [SiO]n 
cyclosiloxane CVD precursor, in the presence of an azeotropic component, so as to 
form an azeotropic mixture with the water contained in said starting mixture; in order to 
produce (A) a distillate fraction comprising water and the azeotropic component and (B) 
a balance fraction comprising a purified cyclosiloxane precursor, whereby said balance 
fraction (B) is substantially reduced in water relative to said starting mixture..." 

However, said step is conventionally done in the art as taught, e.g. in Example 2, 
col. 8 and col, 9 of the Rossmy et aJ reference. 

To incorporate Rossmy's process to the process of either McEntee or Tsukuno 
would have been obvious to one of ordinary skill in the art inasmuch as McEntee for 
e.g., suggests a purification process which includes distillation. Note, e.g., col. 9, lines 
38-63 and col. 12. 

The levels of impurity and water in claims 1 8-19 and 20-21 respectively; the 
temperatures in claims 26-28 are deemed to be result- effective- variables which 
ordinarily are within the skilled of the art. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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a. Imai et ai discloses a purification method including the combination of 
adsorption and distillation 

b. Holm et ai discloses utilizing an adsorbing bed for the feed 
cyclopolydioganosiloxane material. 

c. EP '665 discloses a siloxane purification method. 

d. Perry et al discloses a method for the purification of cyclic siloxanes including 
drying with agents such as calcium chloride molecular sieves and etc. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to V. Manoharan whose telephone number is (703) 308- 
3844. The examiner can normally be reached on Tuesday-Friday from 7:30 a.m. to 
• 6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (703) 308-6824. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9311 for regular communications and (703) 308-0651 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 
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V/Manohara/dh 
March 19, 2003 
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